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Art Unit: 2123 



DETAILED ACTION 



1. 



Claims 1-11 have been presented for examination. 



Claim Objections 



2. Claims 1, 3, 6-10 objected to because of the following informalities: 

2.1 Claim 1 line 1-2, 8 recites "the three-dimensional shape", there is no "three- 
dimensional shape" previously mentioned. Also, line 3 of the claim recites "the tooth stump", no 
reference had been made to a tooth stump, previously. Furthermore, lines 4, 5, 6, 7, and 16, of 
the claim recite "the prosthesis"; however, reference has only been made to a dental prosthesis, 
previously (it would be better if written as "the dental prosthesis"). Line 13 of the claim recites 
"the user", there is no user previously mentioned in the claim. Appropriate correction is required. 

2.2 Line 2 of claim 3 recites "the outer surface", it would be better if rewritten to say 
"an outer surface". Appropriate correction is required. 

2.3 Line 4 of claim 6 recites "the program", no reference has been made to a program 
in the previous claim. Appropriate correction is required. 

2.4 Claim 6 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or 
rewrite the claim(s) in independent form. The claim depends from claim 1, however the 
statutory category has changed from a method to a data processing system and thus fails to 
further limit the preceding claim. 



Claim Rejections - 35 USC 8 101 



3. 



35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3.1 Claims 5,7-11 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non- statutory subject matter. The claims, as presented, are merely directed to 
software per se. The Examiner further notes that the data carrier of claim 1 1 can also be 
interpreted to be a signal bearing data carrier carrying a program. See MPEP 2106 
Claim Rejections - 35 USC S 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4.0 Claims 6 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is unclear to the Examiner what the applicant is trying to claim; 
while the claim depends from claim 1 , the statutory category has changed from a method to a 
data processing system and thus does not further limit the preceding claim. 

Claim Rejections - 35 USC S 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims under 35 U.S.C. 103(a), the 
examiner presumes that the sub ject matter of the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the 
inventor and invention dates of each claim that was not commonly owned at the time a later invention was made in order for the 
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examiner to consider ihe applieahilih of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e). ! 1) or (li) prior art under 35 
U.S.C. 103(a). 

4.0 Claims 1-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over O'brien et al. 
(U.S. Patent No. 6,915,178), in view of Duret et al. (U.S. Patent No. 4,663,720). 

5.1 In considering the independent claim 1 , O'Brien et al. substantially teaches a 
method for processing data regarding the three-dimensional shape of a dental prosthesis, the 
method comprising the steps of: a) providing input data which represent a three-dimensional 
surface of the tooth stump prepared for the prosthesis (fig.l, col. 2 lines 44-55); b) providing 
stability requirements for the prosthesis (fig.l, 5, col.4 line 14-col.5 line 22); c) generating 
control data from said input data, said control data representing a control surface which meets the 
stability requirements (col.2 line 44-col.3 line 1 1): d) generating design data which represent the 
three-dimensional shape of the prosthesis (col.2 line 44-col.3 line 3 and col.4 line 14-47); and e) 
displaying the shape of the prosthesis together with the control surface on a monitor, wherein the 
design data are modified by the user based on a visual comparison of the displayed design data 
and the displayed control surface in order to meet the stability requirements, and the design of 
the prosthesis corresponding to the modified design data is displayed on the monitor together 
with the control surface (fig.2-4, col.4 line 14-47 and col.2 line 44-col.3 line 11). Although 
O'Brien et al. does specifically state that the generated data is a control data; one of ordinary 
skilled in the art would clearly appreciated the approach taken by O'Brien et al. in representing 
the surface used to accurately create and display the dental prosthesis (see fig. 1-2, col.4 line 14- 
col.4 line 22). Nevertheless, Duret et al. substantially teaches generating a control data output 
using a numerical control unit and providing an interference check used to select a best fit shape 
and size (see abstract, fig. 7, also see col.6 line 17-44). O'Brien et al. and Duret et al. are 



Application/Control Number: 10/550,993 4 
Art Unit: 2123 

analogous art because they are from the same field of endeavor and that the method teaches by 
Duret et al. is similar to that of O'Brien et al. Therefore, it would have been obvious to one of 
ordinary skilled in the art to combine the dental prosthesis of Duret et al. with the dental 
prosthesis manufacturing of O'Brien et al. because Duret et al. teaches the advantage of high 
precision and speed in the production of the prosthesis (see col. 3 lines 19-28). 

5.2 With regards to claim 2, the combined teachings of O'Brien et al. and Duret et al. 
substantially teach that the design data are generated from the input data (see O 'Brien et al. 

col Aline 4-47). 

5.3 As per claim 3, the combined teachings of O'Brien et al. and Duret et al. 
substantially teach the outer surface of the prosthesis is scaled differently in at least two spatial 
axes such that a given preparation margin remains thereby unchanged (see O'Brien et al.fig.2-3, 
col. 4 line 14-col.5 line 12; also see Duret et al. abstract). 

5.4 With regards to claim 4, the combined teachings of O'Brien et al. and Duret et al. 
substantially teach the control surface meets the stability requirements (see O 'Brien et al. fig. 1-2, 
col. 2 line 44-col.3 line 11; also see Duret et al. abstract). 

5.5 As per claim 5, the combined teachings of O'Brien et al. and Duret et al. 
substantially teach the steps are being performed using a computer program (see fig. 5 (24 A), 
col.4 line 14-col.5 line 22). 

5.6 Regarding claim 6, the combined teachings of O'Brien et al. and Duret et al. 
substantially teach the data processing system for performing a method according to claim 1, 
comprising: (a) an input device for the data required in the method (see O'Brien et al.fig.5 (28), 
also see Duret et al.fig. 7 and 21); (b) a central unit connected to the input device, the program 
for processing the data according to the method running on the central unit (see O 'Brien et al. 
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Jig. 5 (24 and 24 A), also see Duret et al.fig. 7 and 21); and (c) a display device connected to the 
central unit for the design of the prosthesis and the control surface (see O 'Brien et al. fig.5 (30), 
also see Duret et al. fig. 7 and 21). 

5.7 With regards to claims 7-11, the combined teachings of O'Brien et al. and Duret 
et al. substantially teach the computer program being adapted to perform the method according 
to claim 1 ((see O'Brien et al. fig.5 (24A), also see Duret et al.fig. 7 and 21). 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

6.1 Rheinberber et al. (USPG_PUB No. 2001/0001510) teaches a method for 
manufacturing a dental prosthesis. 

7. Claims 1-11 are rejected and this action is non-final. Any inquiry concerning this 
communication or earlier communications from the examiner should be directed to ANDRE 
PIERRE LOUIS whose telephone number is (571)272-8636. The examiner can normally be 
reached on Mon-Fri, 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul L. Rodriguez can be reached on 571-272-3753. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/A. P. L/ 

Examiner, Art Unit 2123 
May 07, 2008 

/Paul L Rodriguez/ 
Supervisory Patent Examiner, 
Art Unit 2123 



